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Application/Control Number: 09/335,376 Page 2 

Art Unit: 2641 (formerly 2741) 



DETAILED ACTION 



Response to Amendment 

1 . In response to the Office Action mailed July 26, 2000, applicants have submitted an 
Amendment, filed February 2, 2001, amending claim 86 without adding new matter, and arguinj 
to traverse the objection to the reissue declaration and the recapture estoppel claim rejections. 

Response to Arguments 

2. Applicant's arguments have been fully considered but they are not persuasive, for the 
following reasons: 



3. Applicant's supposed example of the requested at least one specific error does not directly 
explain what the error is (i.e., what unnecessary limitations were inadvertently imposed). 

Even if the implied error in question were spelled out, the examiner insists that claim 69 
has drastically broadened the previous claims. It merely recites subdivision of signal elements 
(actually "transform elements" after tiie Preliminary Amendment, but it's the same difference, 
since that's what it's all about) into subbands and providing the appropriate bookkeeping 
information, which is the inherent or explicit preprocessing being done in all the independent 
claims of the related applications, all of which recite subband coders. Thus the Reissue 
Declaration is still defective. 
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4. As for the source of the limitations in examiner's "long list" (Amendment, p. 4), they are 
all paraphrased from applicant's persuasive arguments for allowability of the therein listed claims 
for each limitation, in Amendments to the respective applications. Applicant has not argued that 
any of the limitations were not crucial for making the respective claims allowable, nor indicated 
which alternative limitations instead supposedly were the critical ones, apart from the ones the 
examiner listed. Thus, the examiner maintains his improper recapture rejection of all the new 
claims. 



5 . As for the alleged narrowing in material respects of the new claims (Amendment, p. 4), 
examiner finds none. Neither has applicant cited any specific limitations as providing such a 
narrowing. The inherent preprocessing limitations of claim 69 do not contain any narrowing, for 
reasons given above. 



Improper Recapture 

6. All of the new claims, i.e., claims 9, 1 1-16, 18-21, 23, 28-35, 37-50, 54, 55, 57-64, 66- 
72, 74-77, 79-81,85-88, 96,97, 99-102, 106-109, 116-120. 122-126, 128-131, 133-137, and 
139-153, are rejected under 35 U.S.C. 251 as being an improper recapture of subject matter 
deliberately surrendered in the application for the patent upon which the present reissue is based 
and its parent applications, for reasons given in paragraphs 5 and 6 of the previous Office Action 
(Paper No. 12). 
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Conclusion 

7. TfflS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

8. Any response to this action should be mailed to: 

Box AF 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or FAXed to: 

(703) 305-9508 or 308-6306 or 308-6296 (for informal or 
draft communications, please label "PROPOSED" or 
"DRAFT"; for formal communications, please label 
"EXPEDITED PROCEDURE") 



Hand-delivered responses should be brought to Crystal Park 2, 2121 Crystal Drive, 
Arlington, VA, Sixth Floor (Receptionist). 
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Art Unit: 2641 (formerly 2741) 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to the examiner, Talivaldis Ivars Smits, whose telephone number is (703) 306- 
301 1 . The examiner can normally be reached Mondays-Fridays from 8:30 a.m. to 5:00 p.m. 

As of October 2, 2000 the former Technology Center 2700 has been split into two centers 
(TC 2100 and TC 2600), and former Art Unit 2741 has been designated as Art Unit 2641, which 
new AU number should be used in all future correspondence. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
William R. Korzuch, can be reached on (703) 305-6137. The facsimile phone numbers for 
Technology Center 2600 are (703) 305-9508, 308-6306, and 308-6296. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Technology Center 2600 receptionist, whose telephone number is (703) 305-4700 



Art Unit 2641 
March 13,2001 




